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DETAILED ACTION 

The Examiner acknowledges receipt of remarks filed on 02/02/2006 to the 
first office action. However, upon further consideration, a new ground(s) of rejection is 
made. Therefore, this action is non-final. 

Claims 10 and 13-37 have been cancelled. Claims 38-58 have been added. 
Claims 1-9, 11, 12 and 38-58 are pending. 
Withdrawn rejections: 

Applicant has amended the specification and the Examiner withdraws the 
objection. 

Cancellation of claims 10 and 13 render the claim rejections moot and the 
rejections are withdrawn. 

Claims 1,6-8 and 12 were rejected under 35 USC 102(b) as being anticipated by 
Grollier et al. (US 4,481 ,185). Applicant's arguments, with respect to Grollier et al., have 
been fully considered and are persuasive. The rejection of claims 1, 6-8 and 12 has 
been withdrawn. 

Claims 2, 3, 9 and 1 1 were rejected under 35 USC 103(a) as being unpatentable 
over Grollier et al. in view of Alving et al. (US 5,820,880). Applicant's arguments, with 
respect to Grollier et al. in view of Alving et al., have been fully considered and are 
persuasive. The rejection of claims 2, 3, 9 and 1 1 has been withdrawn. 

Claims 2-5 were rejected under 35 USC 103(a) as being unpatentable over 
Grollier et al. in view of Boch et al. (US Patent App. 2002/0156062). Applicant's 
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arguments, with respect to Grollier et al. in view of Boch et al., have been fully 
considered and are persuasive. The rejection of claims 2-5 has been withdrawn. 



Claim Rejections ■ 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 1, 38 and 49 are rejected under 35 U.S.C. 1 12, first paragraph, as failing 
to comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. Claims 1 , 38 and 49 are drawn to a 
composition comprising emodin, or a derivative thereof. Applicant has not defined how 
far one of ordinary skill in the art could derivatize emodin and still use the invention. 
What is essential for function? Applicant has provided a small number of examples but 
not an entire genus. 

Claim Rejections ■ 35 USC § 112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-9, 11, 12 and 38-58 are rejected under 35 U.S.C. 112, second 

paragraph, as being indefinite for failing to particularly point out and distinctly claim the 

subject matter which applicant regards as the invention. Claims 1, 38 and 49 recite 
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emodin. The Merck Index provides two definitions of emodin thus making it unclear 
which emodin applicant is claiming (see attached Merck Index). The Examiner suggests 
inserting the full chemical name of the emodin Applicant is claiming (see page 2 of the 
specification). Claims 2-9, 11, 12, 39-48 and 50-58 are rejected as being indefinite 
because they are dependent on an indefinite base claim. 

Claim Rejections - 35 USC §112 
Claims 1 -9, 1 1 , 1 2 and 38-58 are rejected under 35 U.S. C. 1 1 2, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. Claims 1, 38 and 49 are drawn 
to a composition comprising emodin or a derivative thereof. It is unclear to the Examiner 
the metes and bounds of "a derivative thereof. Is it a functional derivative or a structural 
derivative? It is unclear to the Examiner how far can one of ordinary skill in the art can 
derivatize emodin and still retain functionality. Claims 2-9, 11,12, 39-48 and 50-58 are 
rejected as being indefinite because they are dependent on an indefinite base claim. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

No claims are allowed. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ernst V. Arnold whose telephone number is 571-272- 
8509. The examiner can normally be reached on M-F (6:15 am-3:45 pm). 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Johann Richter can be reached on 571-272-0646. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

Ernst Arnold 
Patent Examiner 
Technology Center 1600 
Art Unit 1616 
May 02, 2006 




Supervisory Patent Examiner 
Technology Center 1600 



